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* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) D Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20040809 



Application/Control Number: 10/660,139 Page 2 

Art Unit: 1641 

DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 1 21 : 

I. Claims 1-5, drawn to a fabrication method for a biochip, classified in class 
436, subclass 518. 

II. Claims 6-7, drawn to an application of the biochip, classified in class 436, 
subclass 56. 

III. Claims 8-12, drawn to a fabrication method for a biochip, classified in 
class 436, subclass 524. 

IV. Claims 13-16, drawn to an application of the biochip, classified in class 
436, subclass 800. 

2. The inventions are distinct, each from the other because of the following reasons: 

3. Inventions I and II are unrelated, distinct, and independent. Inventions are 
unrelated if it can be shown that they are not disclosed as capable of use together and 
they have different modes of operation, different functions, or different effects (MPEP § 
806.04, MPEP § 808.01). In the instant case the different inventions have different 
modes of operation. Group I is a method that includes the step of performing a solid- 
phase peptide synthesis step to synthesize a peptide with a specific amino acid 



Application/Control Number: 10/660,139 Page 3 

Art Unit: 1641 

sequence on the aminated surface of a micro-carrier, which is a step missing from 
Group II. Group II is a method that includes the step of using an identification system to 
identify the dyed micro-carrier and reading the identification code on the micro-carrier to 
analyze the test-pending material that corresponds to the peptide with the specific 
amino acid sequence, which is a step that is missing from Group I. 

Therefore, Groups I and II have different modes of operation that distinguish 
them as unrelated, distinct, and independent inventions. 

4. Inventions I and III are unrelated, distinct, and independent. Inventions are 
unrelated if it can be shown that they are not disclosed as capable of use together and 
they have different modes of operation, different functions, or different effects (MPEP § 
806.04, MPEP § 808.01). In the instant case the different inventions have different 
modes of operation. Group I is a method that includes the step of performing a solid- 
phase peptide synthesis step to synthesize a peptide with a specific amino acid 
sequence on the aminated surface of a micro-carrier, which is a step missing from 
Group III. Group III is a method that includes the step of immobilizing an antibody (or 
antigen) on the aminated surface of a micro-carrier, which is a step that is missing from 
Group I. 

Therefore, Groups I and III have different modes of operation that distinguish 
them as unrelated, distinct, and independent inventions. 
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5. Inventions I and IV are unrelated, distinct, and independent. Inventions are 
unrelated if it can be shown that they are not disclosed as capable of use together and 
they have different modes of operation, different functions, or different effects (MPEP § 
806.04, MPEP § 808.01). In the instant case the different inventions have different 
modes of operation. Group I is a method that includes the step of performing a solid- 
phase peptide synthesis step to synthesize a peptide with a specific amino acid 
sequence on the aminated surface of a micro-carrier, which is a step missing from 
Group IV. Group IV is a method that includes the step of using an identification system 
to identify the dyed microchip and reading the identification code on the microchip to 
analyze the test-pending material that corresponds to the antibody (or antigen), which is 
a step that is missing from Group I. 

Therefore, Groups I and IV have different modes of operation that distinguish 
them as unrelated, distinct, and independent inventions. 

6. Inventions II and III are unrelated, distinct, and independent. Inventions are 
unrelated if it can be shown that they are not disclosed as capable of use together and 
they have different modes of operation, different functions, or different effects (MPEP § 
806.04, MPEP § 808.01). In the instant case the different inventions have different 
modes of operation. Group II is a method that includes the step of attaching a peptide 
of the specific amino acid sequence to the test-pending material to form a dyed 
microchip when there is an interaction between the test-pending material and the 
peptide with the specific amino acid sequence, which is a step missing from Group III. 
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Group III is a method that includes the step of immobilizing an antibody (or antigen) on 
the aminated surface of a micro-carrier, which is a step that is missing from Group II. 

Therefore, Groups II and III have different modes of operation that distinguish 
them as unrelated, distinct, and independent inventions. 

7. Inventions II and IV are unrelated, distinct, and independent. Inventions are 
unrelated if it can be shown that they are not disclosed as capable of use together and 
they have different modes of operation, different functions, or different effects (MPEP § 
806.04, MPEP § 808.01). In the instant case the different inventions have different 
modes of operation. Group II is a method that includes the step of attaching a peptide 
of the specific amino acid sequence to the test-pending material to form a dyed 
microchip when there is an interaction between the test-pending material and the 
peptide with the specific amino acid sequence, which is a step missing from Group IV. 
Group IV is a method that includes the step of bonding a test-pending material to the 
antibody (or antigen) to form a dyed microchip when there is an interaction between the 
test-pending material and the antibody (or antigen), which is a step that is missing from 
Group II. 

Therefore, Groups II and IV have different modes of operation that distinguish 
them as unrelated, distinct, and independent inventions. 

8. Inventions III and IV are unrelated, distinct, and independent. Inventions are 
unrelated if it can be shown that they are not disclosed as capable of use together and 
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they have different modes of operation, different functions, or different effects (MPEP § 
806.04, MPEP § 808.01). In the instant case the different inventions have different 
modes of operation. Group III is a method that includes the step of performing a 
surface modification procedure to modify a property of a surface of the micro-carrier to 
an aminated surface, which is a step that is missing from Group II, which is a step 
missing from Group IV. Group IV is a method that includes the step of using an 
identification system to identify the dyed microchip and reading the identification code 
on the microchip to analyze the test-pending material that corresponds to the antibody 
(or antigen), which is a step that is missing from Group III. 

Therefore, Groups III and IV have different modes of operation that distinguish 
them as unrelated, distinct, and independent inventions. 

9. Because these inventions are distinct for the reasons given above and the 
search required for each of Groups l-IV is not required for the other Groups, restriction 
for examination purposes as indicated is proper. 

10. A telephone call was made to Jiawei Huang on 9 August 2004 to request an oral 
election to the above restriction requirement, but did not result in an election being 
made. 
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1 1 . Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

12. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leon Y Lum whose telephone number is (571) 272- 
2878. The examiner can normally be reached on 8:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Long Le can be reached on (571) 272-0823. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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